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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-5 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Ohtsuka et 
al. (US 6,372,735). The reference teaches the compound of Example 20 (see col. 42, line 15 to 
col. 43, line 34). 

Applicants are advised that In re Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977) 
states: "Where, as here, the claimed and prior art product is identical or substantially identical, or 
is produced by an identical or substantially identical process, the PTO can require an applicant to 
prove that the prior art product does not necessarily or inherently possess the characteristics of 
his claimed product.... Whether the rejection is based on 'inherency under 35 USC 102, on 
'prima facie obviousness' under 35 USC 103, jointly or alternatively, the burden of proof is the 
same, and its fairness is evidenced by the PTO's inability to manufacture products or to obtain 
and compare prior art products [footnote omitted]." 

Note, also, "products which are merely different forms of known compounds, 
notwithstanding that some desirable results are obtained therefrom, are unpatentable where 
products have same utility as the art compounds;" invention can be present if prior art product 
cannot be used for purpose asserted for pure or new form of product; merely changing form, 
purity, color, or other characteristic of old product without a new use as a result thereof does not 
render product patentable where utility remains the same; stability of product does not confer 
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patentability thereon even though a new result is asserted; moreover, advantages in use of 
product cannot be considered of patentable significance. Ex parte HARTOP (139 USPQ 525). 

Applicants must prove that the prior art process does not produce their compounds. 

Also, pharmaceutical compositions in the liquid for do not possess crystalline structures 
and are also anticipated. 

Claim Rejections - 35 USC § 112 
Claims 3-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

i) The additional ingredients in claims 3 and 4 are not known. A composition requires the 
presence of at least one more ingredient. 

ii) Claim 5 is unclear. Is this yet another composition or is it the compound of claim 1 . Either 
way the claim is a duplicate. 

Claims 6 and 7 provide for the use of a crystalline compound, but, since the claims do not 
set forth any steps involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. 

Claims 6 and 7 are rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Application/Control Number: 1 0/561 ,2 1 1 Page 4 

Art Unit: 1624 

Claim 8 is rejected under 35 U.S.C. 1 12, first paragraph, because the specification, while 
being enabling as a method of treatment, does not reasonably provide enablement for preventing 
an allergic disease. 

In evaluating the enablement question, several factors are to be considered. Note In re 
Wands, 8 USPQ2d 1400 and Ex parte Forman, 230 USPQ 546. The factors include: 1) The 
nature of the invention, 2) the state of the prior art, 3) the predictability or lack thereof in the art, 
4) the amount of direction or guidance present, 5) the presence or absence of working examples, 
6) the breadth of the claims, and 7) the quantity of experimentation needed. 

1) The nature of the invention: Claim 8 is drawn in part to preventing an allergic disease 

2) The state of the prior art: There are no known compounds of similar structure which have 
been demonstrated to prevent an allergic disease. 

3) The predictability or lack thereof in the art: It is presumed in the prevention of the diseases 
embraced by claim 8, there is a way of identifying those people who may develop any kind of an 
allergic disease. There is no evidence of record which would enable the skilled artisan in the 
identification of the people who have the potential of becoming afflicted with the diseases 
embraced by the instant claim. 

4) The amount of direction or guidance present and 5) the presence or absence of working 
examples: There are no doses present to direct one to protect a potential host from the disease 
claimed. There is no data present for the prophylaxis of these diseases. 

6) The breadth of the claims: The claim is drawn to diseases whose prevention is unknown. 
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7) The quantity of experimentation need would be an undue burden to one skilled in the 
pharmaceutical arts since there is inadequate guidance given to the skilled artisan for the many 
reasons stated above. 

Thus, factors such as "sufficient working examples", "the level of skill in the art" and 
"predictability", etc, have been demonstrated to be sufficiently lacking in the instant case for the 
instant method claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruck Kifle, Ph.D. whose telephone number is 571-272-0668. 
The examiner can normally be reached Mondays to Fridays between 8:30 AM and 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. James Wilson can be reached on 571-272-0661. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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